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Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 10/22/2008 has been entered. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 26 and 27 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. Regarding the triol mole% range of claims 26 and 27, the examiner notes that page 9 
of applicants' specification provides sufficient support for the upper limit of said range, however, 
the relied upon example 3 does not constitute sufficient support for the lower limit of the claimed 
range. 

3. Applicants' relied upon example 3 does not disclose a range of triol mole %, and 
therefore said example only provides support for the single mole % value of 1 .4. Furthermore, 
even if applicants maintain that example 3 is sufficient support for the lower limit of triol, it 
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should be noted that said range still constitutes new matter since claim 1 and 22 are not limited to 
any type of triol, yet example 3 only provides support for triol consisting of trimethylolpropane. 
Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1-3, 5-12, 16-21, and 26 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Tomotsugu et al ('613). Tomotsugu et al teach a urethane acrylate resin comprising the 
reaction product of hydro xyl-functional polyester, polyisocyanate, and 2 -hydroxy ethyl 
(meth)acrylate. (Abstract; col 2 lines 64-68; col 3 lines 1-13). In particular, patentees explain 
that the polyester polyol is the reaction product of aliphatic cyclohexane-dicarboxylic acid, and a 
mixture of diol and triol, specifically 60-100% diol and 0-40% triol, wherein said diol consists of 
compounds such as butanediol, neopentyl glycol, and pentanediol, and said triol consists of 
glycerol and trimethylolpropane (Col 2 lines 30, 39-46, 54-53). 

5. The resulting composition has no residual free isocyanate, and further contains additional 
components such as pigments and initiators (Col 4 lines 46-63; col5 lines 56-58). Finally, 
Tomotsugu et al teach that the resulting urethane acrylate is useful in coatings, and based on 
analogous reactants and overlapping stochiometry the position is taken that said composition 
would inherently exhibit properties that would satisfy the claimed "gel coat" limitation (Claims 6 
and 7). Finally, it is noted that Tomotsugu et al fail to teach methodology corresponding to "the 
reaction mixture is formed by adding the diisocyanate to a blend of the oligoester and 



Application/Control Number: 1 0/521 ,225 Page 4 

Art Unit: 1796 

hydroxyalkyl(meth)acrylate," however, the claimed composition does not appear to be 
patentably distinct from the urethane acrylate disclosed by Tomotsugu et al. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

7. Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tomotsugu et al 
('613). As previously discussed, Tomotsugu et al teach branched urethane acrylates, wherein 
said urethane acrylate is the reaction product of polyester polyol, diisocyanate, and hydroxyl- 
functional acrylate. In particular, said polyester polyol is the reaction product of diol, triol, and 
dicarboxylic acid, wherein said triol may comprise between 0 and 40 mole% based on 100 
mole% of diol+triol; however patentees fail to explicitly teach the claimed mole% of claim 26. 

8. Nevertheless, one of ordinary skill would understand that said triol content controls the 
degree of branching in the resulting urethane acrylate, and therefore helps control the degree of 
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crosslinking once the acrylate groups are reacted, i.e. said triol content is a result effective 
variable. Therefore, it would have been obvious to one of ordinary skill in the art to arrive at the 
range of claim 26 since it has been held that where the general conditions of a claim are 
disclosed by the prior art, finding an optimum value of a result effective variable involves only 
routine skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

9. Claims 1-12, 16-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tomotsugu et al ('613) in view of Bristowe et al ('837). Tomotsugu et al teach a urethane 
acrylate resin comprising the reaction product of hydroxyl-functional polyester, polyisocyanate, 
and 2-hydroxyethyl (meth)acrylate. (Abstract; col 2 lines 64-68; col 3 lines 1-13). In particular, 
patentees explain that the polyester polyol is the reaction product of aliphatic cyclohexane- 
dicarboxylic acid, and a mixture of diol and triol, specifically 60-100% diol and 0-40% triol, 
wherein said diol consists of compounds such as butanediol, neopentyl glycol, and pentanediol, 
and said triol consists of glycerol and trimethylolpropane (Col 2 lines 30, 39-46, 54-53). 

10. The resulting composition has no residual free isocyanate, and further contains additional 
components such as pigments and initiators (Col 4 lines 46-63; col5 lines 56-58). Finally, 
Tomotsugu et al teach that the resulting urethane acrylate is useful in coatings, however 
patentees fail to disclose a method of production wherein the polyester is combined with the 
hydroxyethyl (meth)acrylate before the addition of diisocyanate, or specify the resin as a "gel 
coat" (Claims 6 and 7). 

1 1 . Bristowe et al teach an acrylate-terminated urethane coating composition comprising 
oligoester, isophorone diisocyanate, and hydroxyethyl acrylate (Abstract; col 2 lines 1-9, 35-36; 
col 4 lines 42; and col 5 line 35). Bristowe et al go on to teach a preferred method of production 
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wherein the oligoester is blended with the hydroxyethyl acrylate, forming an intermediate and 
then reacted with diisocyanate (Col 5 lines 67-68; col 6 lines 1-7). Bristowe et al explain that the 
disclosed method allows for better control of the exothermic reaction and minimizes the 
formation of by-products without substantially affecting the nature of the resulting vinyl ester 
urethane (Col 6 lines 17-22). Therefore it would have been obvious to one of ordinary skill 
within the art at the time of invention to utilize the preferred method of Bristowe et al in 
Tomotsugu et al based on the motivation that both teach vinyl functional urethane esters having 
analogous backbone architecture, and the method of Bristowe et al allows for better control of 
reaction conditions and while producing an improved product. 

12. Regarding applicants' claimed "gel coat" limitation, although Tomotsugu et al fail to 
refer to the urethane acrylate composition as a "gel coat," based on analogous reactants, 
stoichiometries, and method of production, one would reasonably expect said urethane acrylate 
to exhibit the same properties as claimed by applicant. 

13. Finally, regarding claim 27, Tomotsugu et al teach the polyester polyol is the reaction 
product of diol, triol, and dicarboxylic acid, wherein said triol may comprise between 0 and 40 
mole% based on 100 mole% of diol+triol; however patentees fail to explicitly teach the claimed 
mole %. Nevertheless, one of ordinary skill would understand that said triol content controls the 
degree of branching in the resulting urethane acrylate, and therefore helps control the degree of 
crosslinking once the acrylate groups are reacted, i.e. said triol content is a result effective 
variable. Therefore, it would have been obvious to one of ordinary skill in the art to arrive at the 
range of claim 26 since it has been held that where the general conditions of a claim are 
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disclosed by the prior art, finding an optimum value of a result effective variable involves only 
routine skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

14. Claims 1-3, 5-21, and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sirkoch et al ('003). Sirkoch et al teach coatings comprising urethane acrylate produced by 
reaction (a) isophorone diisocyanate, (b) polyester polyol, and (c) hydroxylalkyl(meth)acrylate, 
wherein said coating further comprises pigment paste, free radical initiator, and said urethane 
acrylate is cured via free radical polymerization (Abstract; col 31ine 35-43; col 4 lines 6-8; col 5 
line 45; col 6 lines 6-12). Regarding component (b), patentees teach it is the reaction product of 
dicarboxylic acid, such as adipic acid, and multi-functional alcohol, such as hexanediol, 
neopentyl glycol, and trimethylolpropane (col 4 lines 11-41). 

15. Regarding the claimed mole % of triol, the examiner would like to point out that since it 
is the only tri-functional compound, it would directly control the degree of branching in the final 
coating, and therefore the resulting degree of crosslinking in the final coating composition, i.e. 
said triol mole % is a result effective variable. Therefore, it would have been obvious to one of 
ordinary skill in the art to arrive at the claimed triol amount since it has been held that where the 
general conditions of a claim are disclosed by the prior art, finding an optimum value of a result 
effective variable involves only routine skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 
215 (CCPA 1980). Finally, the examiner notes that Sirkoch et al fail to teach methodology 
corresponding to the "the reaction mixture is formed by adding the diisocyanate to a blend of the 
oligoester and hydroxyalkyl(meth)acrylate" limitation of claim 1, however, the claimed 
composition does not appear to be patentably distinct from the urethane acrylate disclosed by 
Sirkoch et al. 
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16. Claims 1-3, 5-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sirkoch 
et al ('003) in view of Bristowe et al ('837). As previously discussed, Sirkoch et al teach coating 
compositions comprising urethane acrylates, however patentees fail to teach the claimed 
methodology of claims 1 and 22. 

17. As previously discussed, Bristowe et al teach an acrylate-terminated urethane coating 
composition comprising oligoester, isophorone diisocyanate, and hydroxyethyl acrylate, wherein 
the oligoester is first blended with the hydroxyethyl acrylate, forming an intermediate mixture 
that is then reacted with diisocyanate (Col 5 lines 67-68; col 6 lines 1-7). This method allows for 
better control of the exothermic reaction and minimizes the formation of by-products without 
substantially affecting the nature of the resulting vinyl ester urethane (Col 6 lines 17-22). 

18. Therefore it would have been obvious to one of ordinary skill within the art at the time of 
invention to utilize the preferred method of Bristowe et al in Sirkoch et al based on the 
motivation that both teach vinyl functional urethane esters having analogous backbone 
architecture, and the method of Bristowe et al allows for better control of reaction conditions and 
while producing an improved product. 

Response to Arguments 

19. In view of applicants' amendments filed 10/22/2008, the rejection of claims 1-3, and 5-25 
under 35 U.S.C. 1 12 2 nd paragraph have been withdrawn. 

20. In view of applicants' amendments filed 10/22/2008, the rejection of claims 1-3, and 5-25 
as being unpatentable over McBain et al ('053) in view of Bristowe et al ('837) have been 
withdrawn. 
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21. Applicant's arguments, filed 10/22/2008, with respect to the rejection of claims 1-3 and 
5-27 as being unpatentable over Tomotsugu et al ('613) in view of Bristowe et al ('837) have 
been fully considered, but are not persuasive. 

22. Applicants argue the claimed invention is patentable over the prior art because 

The present gel coat resin is made via a different process and 
yields a composition comprising (i) a branched compound of 
structural formula (I) wherein n>0, (ii) a compound structure 
formula (I) wherein n=0, and (iii) other compounds, such as 
acrylate-isocyanate-acrylate, that simply are not present if the 
ingredients are reacted according to the method of the '613 patent. 

23. However, applicants have not set forth any factual data supporting this position, and it 
currently appears to be based on an unsubstantiated opinion, which can not be substituted for 
fact. In re Pike et al, 84 USPQ 235; In re Renstrom, 81 USPQ 390. 

24. Furthermore, even if applicants provide sufficient data supporting their position, the 
examiner would like to point out that applicants' remarks are not commensurate in scope with 
the currently claimed invention. Claim 1 and 22 only require the reaction of (A) polyester 
polyol, (B) diisocyanate, and (C) hydroxylalkyl (meth) acrylate. Said claims are not limited to 
any type of stoichiometry for components (A), (B), and (C), and the currently claimed polyester 
polyol is required to contain at least one triol, which eliminates the presence of polyester polyol 
having a branch value of n=0. 

25. What's more, although the position has already been taken that claim 1 is not patentably 
distinct over Tomotsugu et al, the examiner concedes that Tomotsugu et al fail to teach the 
claimed method. However, this is a moot point since the claims are also rejected over 
Tomotsugu et al in view o/Bristowe et al. One of ordinary skill would reasonably expect the 
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reaction system rendered obvious by the prior art to result in the same composition alleged by 
applicants since it is based on analogous reactants and methodology. 

26. Finally, the examiner notes applicants' remarks stating that the motivation to combine 
Tomotsugu et al and Bristowe et al is not proper, i.e. the enhanced control of exotherms and 
avoidance of by-products is purely based on aromatic polymers and therefore not relevant to 
Tomotsugu et al. In response, the examiner would like to point out that urethane forming 
reactions between isocyanate and hydroxyl groups are commonly known within the art to be 
highly exothermic (regardless of whether it is based on aliphatic or aromatic compounds). 
Therefore, the examiner maintains sufficient motivation has been set forth since the combination 
of Bristowe et al and Tomotsugu et al would help control the amount of heat produced during the 
formation of the urethane groups. 

Conclusion 

27. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Benjamin J. Gillespie whose telephone number is 571-272-2472. 
The examiner can normally be reached on 8am-5 :30pm. If attempts to reach the examiner by 
telephone are unsuccessful, the examiner's supervisor, Vasu Jagannathan can be reached on 571- 
272-1 1 19. The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

28. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Rabon Sergent/ 

Primary Examiner, Art Unit 1796 



B. Gillespie 



